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DETAILED ACTION 



Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 
1 .17(e) has been timely paid, the finality of the previous Office action has been 
withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 4/22/09 has been 
entered. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 
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under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

1. Claims 1, 11, 14, 18, 20-28, and 32 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Yamanaka et al. (US Patent Application Publication 
2001/0016834) in view of Brown et al (US Pub No. 2003/0046548) further in view of 
Bayer (US 20070101139). 

Consider claims 1, 20-26, and 32, Yamanaka et al. discloses a method of 
enabling an electronic transaction (Abstract Fig. 25), the method comprising: 

providing storable electronic content to a user (Step ST161 Fig. 25, [0271]), 

providing an electronic application to the user that restricts user access to the 
storable electronic content (content is restricted and can only be accessed by users 
having a key, Fig.3a&b, ST 161 Fig. 25, [16, 0271]); and 

subsequent to the user being provided with the storable electronic content, 
providing 

electronic advertising content to the user (step ST166 and 167 download of 
advertisements occur after step ST161 of download content), 

the electronic advertising content comprising control commands (execution key 
[0270] step 166 Fig. 25) that are receivable from a party other than the user (from 
administrator), 
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the control commands are generated upon the user selecting ... the electronic 
advertising content, the control commands enabling the electronic application to render 
the electronic content accessible to the user (user selects the desired genre of the 
advertising information piece, the admin downloads the execution key of the digital 
content enabling the content usable, ST166 and ST167 Fig. 25, [0016, 0273]). 

However, Yamanaka does not explicitly teach the user playing the electronic 
advertising content. In an analogous art of advertising, Brown teaches that upon the 
user's selecting and playing the advertisements content the electronic content becomes 
accessible to the user (If the user clicks on the advertisement {selects ads}, the user is 
presented with the advertisement, .... Once the required viewing or interaction {playing 
ads} with the advertisement is complete, the user's access level may be temporarily 
increased, via the access levels defined in the ARI tag associated with the image, so 
that the user may view the image, {electronic content/image is accessible [0105, 0107, 
01 1 1 , 01 13]}). Therefore, it would have been obvious for one skill in the art at the time 
of the invention to combine Yamanaka's teaching of providing content and 
advertisements with Brown's teaching of rendering the content accessible upon the 
user's selection and playing of the advertisement as clever way to force the users to pay 
attention to the ads prior to receiving the free content/service thereby maximizing the 
exposure and effectiveness of the ads. 

However said references do not explicitly teach maintaining a count of a number 
of times that the control commands are transmitted. In an analogous art, Bayer 
teaches the control commands are separately transmitted each time the electronic 
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application renders the electronic content accessible to the user, the method comprising 
maintaining a count of a number of times that the control commands are transmitted (A 
Keyserver receives request for a decryption key [0032] and keeps track of the Count 
field [0035] which counts the number of times the client view a content file [0024]; the 
Keyserver increments the count value by one whenever it sends the key [0037]). 
Therefore, it would have been obvious for one of ordinary skill in the art at the time of 
the invention to combine said references of downloading content with Bayer's teaching 
of counting or number of times the key is being transmitted as a security means in order 
for the key server to easily and automatically control/limit the number of times a user 
can access the content. 

Regarding claim 18, it is a method that has similar limitations as claim 1 . 
Therefore, it is rejected for the same reasons as claim 1 . 

Consider claims 11, 14, and 27-28, as applied to claims 1 and 20 above, 
Yamanaka, Brown and Bayer disclose that the electronic advertising content is 
provided together with the electronic content as is renderable by the electronic 
application ([16-17, 0273]). 

2. Claims 2, 15-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yamanaka et al, Brown and Bayer in view of Wu (US Pat No. 6874018) . 

Consider claim 2, as applied to claim 1 above, Yamanaka, Brown, and Bayer 

further discloses that the storable electronic content and the electronic application are 
stored on a communication device, and wherein providing the control commands 
comprises: connecting the communication device to a server; and transmitting the 
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control commands from the server to the communication device ([0016-0018], fig. 3A 
and 25; device has to be connected to server to receive the execution permission). 
However, they do not specifically teach that the device is a wireless device. In an 
analogous art, Wu teaches the concept of sending advertisements to a handheld 
wireless device (Abstract). Therefore, it would have been obvious for one of ordinary 
skill in the art at the time of the invention to applied the combined teaching teaching of 
Yamanaka and Brown's teaching to the wireless device as taught by Wu because 
implementing the concept of advertising to the wireless arena would increase the ads 
effectiveness or exposure tremendously because there is a large growth in wireless 
device usage 

Consider claim 15, as applied to claim 11 above, Yamanaka, Brown, and Bayer 
and further by Wu further teaches connecting the portable wireless device to a server 
(16, 273); transmitting the control commands and the identified electronic advertising 
from the server to the portable wireless device ([0273]). However, they fail to teaches 
the use of geographic information to determine which ads are pertinent to be sent. 
However, it is well known in the of advertising to determine the location or user profile of 
the user in determining which ads are relevant or might be of interest to the user. 
Therefore, it would have been obvious to a person having ordinary skill in the art at the 
time the invention was made to incorporate these further teachings of Yamanaka et al. 
in order to provide the most appropriate advertising for the user. 
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Consider claim 16, as applied to claim 1 above, Yamanaka et al. as modified by 
Yamanaka et al. further discloses that the control commands control at least a selection 
of the electronic content (Fig 26). 

Consider claim 17, as applied to claim 1 above, Yamanaka et al. as modified by 
Yamanaka et al. further discloses that the electronic content is at least audio 
([002,004,129]). 

3. Claims 4, 29-31 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yamanaka, Brown, Bayer and Wu further in view of Lamkin et al. (US Patent 
Application Publication 2004/0220926). 

Consider claims 29-31, as applied to claim 2 and 20 above, Yamanaka, Brown, 

Bayer as modified by Yamanaka et al. discloses a portable wireless device that 
receives electronic content and control commands in order to render content, but does 
not specifically require the commands to be sent every time the content is to be 
rendered for playback. Yamanaka et al. discloses that the procedure of receiving the 
execution key can be performed repeatedly (Page 7, Paragraph 0019), but fails to 
specifically disclose that it is every time or that a count is maintained. 

In related art, Lamkin et al. discloses a method wherein the control commands 
are separately transmitted each time the electronic application renders the electronic 
content accessible to the user (read as the access rights manager 482, which performs 
e-commerce transactions through the content acquisition agent 472, may be required to 
obtain or validate licenses for entities before allowing playback each time - Figure 4 - 
Pages 17-18, Paragraphs 240-241), the method comprising maintaining a count of a 
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number of times that the control commands are transmitted to the portable wireless 
device (usage counts are maintained in the metadata - Page 17, Paragraph 239; 
additionally the user may only be granted for a given number of these usage counts, 
and each time the file is accessed the usage count is decremented, Page 18, 
Paragraph 241). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to incorporate the teachings of Lamkin et al. with those of 
Yamanaka et al. as modified by Yamanaka et al. in order to further control the 
distribution of content to wireless communication devices. This employs digital rights 
management, which protects the copyrights of media, to be applied to content, be it 
promotional or other secure distribution, supplied to a wireless communication device 
user. 

Consider claim 4, as applied to claim 3 above, Yamanaka, Brown, Bayer and 
Lamkin et al. further discloses denying the transmittal of the control commands if the 
count exceeds a given number (Lamkin et al. - the file is no longer usable once the 
usage count is exceeded - Page 18, Paragraph 241). 

4. Claims 10, 34 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yamanaka, Brown, Bayer further in view of Lamkin et al. (US Patent Application 
Publication 2004/0220926). 

Consider claim 10, as applied to claim 1 above, Yamanaka, Brown disclose that 
the electronic content contains a plurality of content portions and wherein a 
corresponding control command is required to be provided before the electronic 
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application renders one of the plurality of electronic content portions, but fails to disclose 
that this control command is separately required before each rendering of the content. 
Yamanaka et al. discloses that the procedure of receiving the execution key can be 
performed repeatedly (Page 7, Paragraph 0019), but fails to specifically disclose that it 
is every time or that a count is maintained. 

In related art, Lamkin et al. discloses that the electronic content contains a 
plurality of content portions (read as the media can be audio, video, documents, etc. 
and in the instance when it is a movie, some scenes may selectively have different 
access rights - Page 18, Paragraph 241 and Page 34, paragraph 513) and wherein a 
corresponding control command is required to be separately provided each time the 
electronic application renders one of the plurality of electronic content portions (read as 
the access rights manager 482, which performs e-commerce transactions through the 
content acquisition agent 472, may be required to obtain or validate licenses for entities 
before allowing playback each time - Figure 4 - Pages 17-18, Paragraphs 240-241). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to incorporate the teachings of Lamkin et al. with those of 
Yamanaka, Brown and Wuin order to have more control over the provisioned content, 
allowing the content to be used in a more effective manner for individual situations. 
5. 

Consider claim 34, as applied to claims 2 and 20 above, Yamanaka, Brown, 
Bayer discloses that the electronic content contains a plurality of electronic content 
portions which require control commands to be supplied before are rendered but fails to 
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specifically disclose that the control commands are required each time and the counting 
of these command transmissions. Yamanaka et al. discloses that the procedure of 
receiving the execution key can be performed repeatedly (Page 7, Paragraph 0019), but 
fails to specifically disclose that it is every time or that a count is maintained. 

In related art, Lamkin et al. discloses that the electronic content contains a 
plurality of content portions (read as the media can be audio, video, documents, etc. 
and in the instance when it is a movie, some scenes may selectively have different 
access rights - Page 18, Paragraph 241 and Page 34, paragraph 513), transmitting a 
control command in response to a request from the user containing a user identification 
(user is required to log in in order to provide identification - Page 38, Paragraph 561) 
wherein the request is for the control command (read as the access rights manager 
482, which performs e-commerce transactions through the content acquisition agent 
472, may be required to obtain or validate licenses for entities before allowing playback 
each time - Figure 4 - Pages 17-18, Paragraphs 240-241), and maintaining a count of 
a number of times that the control commands are transmitted to the portable wireless 
device (usage counts are maintained in the metadata - Page 17, Paragraph 239; 
additionally the user may only be granted for a given number of these usage counts, 
and each time the file is accessed the usage count is decremented - Page 18, 
Paragraph 241). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to incorporate the teachings of Lamkin et al. with those of 
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Yamanaka, Brown in order to have more control over the provisioned content, allowing 
the content to be used in a more effective manner for individual situations. 



6. Claims 6-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yamanaka, Brown, Bayer and Wu further in view of Lamkin et al. (US Patent 
Application Publication 2004/0220926). 

Consider claim 6, as applied to claim 2 above, Yamanaka, Brown, Bayer, Wu fail 
to disclose that the server receives a user identification each time the portable wireless 
device is connected to the server. 

In related art, Lamkin et al. discloses that a user identification is received at the 
server each time the portable wireless device is connected and maintaining a count of a 
number of times the user identification is received from the user (read as when the 
device is logged in the user is required to log in in order to provide identification, - Page 
38, Paragraph 561). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to incorporate the teachings of Lamkin et al. with those of 
Yamanaka et al. as modified by Yamanaka et al. in order to be able to monitor when a 
user is online and to provide security to the network and track usage since all active 
users can be monitored. 

Consider claims 7, as applied to claims 2 and 20 above, Yamanaka, Brown, 
Bayer and Wu discloses that the electronic content contains a plurality of electronic 
content portions which require control commands to be supplied before are rendered 
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but fails to specifically disclose that the control commands are required each time and 
the counting of these command transmissions. Yamanaka et al. discloses that the 
procedure of receiving the execution key can be performed repeatedly (Page 7, 
Paragraph 0019), but fails to specifically disclose that it is every time or that a count is 
maintained. 

In related art, Lamkin et al. discloses that the electronic content contains a 
plurality of content portions (read as the media can be audio, video, documents, etc. 
and in the instance when it is a movie, some scenes may selectively have different 
access rights - Page 18, Paragraph 241 and Page 34, paragraph 513), transmitting a 
control command in response to a request from the user containing a user identification 
(user is required to log in in order to provide identification - Page 38, Paragraph 561) 
wherein the request is for the control command (read as the access rights manager 
482, which performs e-commerce transactions through the content acquisition agent 
472, may be required to obtain or validate licenses for entities before allowing playback 
each time - Figure 4 - Pages 17-18, Paragraphs 240-241), and maintaining a count of 
a number of times that the control commands are transmitted to the portable wireless 
device (usage counts are maintained in the metadata - Page 17, Paragraph 239; 
additionally the user may only be granted for a given number of these usage counts, 
and each time the file is accessed the usage count is decremented - Page 18, 
Paragraph 241). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to incorporate the teachings of Lamkin et al. with those of 
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Yamanaka, Brown and Wu in order to have more control over the provisioned content, 
allowing the content to be used in a more effective manner for individual situations. 

Consider claim 8, as applied to claim 7 above, Yamanaka, Brown and Wu and 
further by Lamkin et al. discloses providing unrequested keys determined from the 
count (Page 12, Paragraph 0152). 

7. Claims 12-13 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Yamanaka, Brown and Bayer further in view of Donian et al. (US Patent 
Application Publication 2004/0003398). 

Consider claim 19, as applied to claim 18 above, Yamanaka, Brown and Bayer 
fail to teach the acts of monitoring the user selection of electronic content and providing 
an update to the personal profile based on a result of the monitoring. 

However, in an analogous art, Donian et al. further teaches the acts of: 

monitoring user selection of content (read as the inter-splicer 518 keeps an 
account of which ads have been seen, advertisements which have been selected based 
on content -Page 19, Paragraph 239); and 

providing an update to the personal profile based on a result of the monitoring 
(read as the inter-splicer can select new advertisements to present to the user in the 
case that a particular advertisement has already been seen - Page 19, Paragraph 239). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to incorporate the teachings of Donian et al. with those of 
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Yamanaka, Brown and Wu so that the same advertisement is not repeatedly provided to 
the consumer, to maximize the effect of the advertising. 

Consider claims 12 and 13, as applied to claim 11 above, Yamanaka, Brown 
and Bayer teach that the electronic application renders the electronic content accessible 
to the user but fails to disclose that the electronic advertising content in a determined 
order. 

In related prior art, Donian et al. discloses that the electronic advertising content 
in a determined order (Donian et al. - read as the appropriate demand determines when 
the advertising is placed into the media - Page 4, Paragraph 55 - and the intersplicer 
518 initializes settings 782 which can control how the playback proceeds - Page 18, 
Paragraph 230). It would have been obvious to a person having ordinary skill in the art 
at the time the invention was made to incorporate the teachings of Donian et al. with 
those of Yamanaka, Brown and Wu in order to provide the advertising content when it is 
most relevant. 

8. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yamanaka, Brown, Bayer in view of Lamkin et al. (US Patent Application Publication 
2004/0220926), further in view of Donian et al. (US Patent Application Publication 
2004/0003398). 

Consider claim 9, as applied to claim 7 above, Yamanaka, Brown and Bayer and 
further by Lamkin et al. discloses the act of providing electronic advertising content 
renderable by the electronic application, but fails to disclose that this information is 
determined from the count. 
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In related prior art, Donian et al. discloses the act of selecting advertising content 
based on monitoring user selection of content (read as the intersplicer 518 keeps an 
account of which ads have been seen, advertisements which have been selected based 
on content -Page 19, Paragraph 239) and providing an update to the personal profile 
based on a result of the monitoring (read as the intersplicer can select new 
advertisements to present to the user in the case that a particular advertisement has 
already been seen - Page 19, Paragraph 239). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to incorporate the teachings of Donian et al. with those of 
Yamanaka and Brown and further by Lamkin et al. so that the same advertisement is 
not repeatedly provided to the consumer, to maximize the effectiveness of the 
advertising. 

9. Claims 5 and 33 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Yamanaka, Brown, Bayer, Wu in view of Ochiyama et al. (US Patent Application 
Publication 2004/0031377). 

Consider claims 5 and 33, as applied to claims 2 and 20 above, Yamanaka, 
Bayer, Brown and Wu fails to disclose that the electronic application can only render the 
electronic content when connected to the server. 

In related art, Ochiyama et al. discloses that the electronic application is only 
able to render the electronic content while the portable wireless device is connected to 
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the server (read as the TOC information is sent to the portable phone device 200 - 
Page 12, Paragraph 162). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to incorporate the teachings of Ochiyama et al. with those of 
Yamanaka, Brown, Bayer and Wu in order to only allow content to be rendered while 
connected to a server, allowing only the most up to date information to be displayed, 
rather than information stored on the phone or media and to allow for further controlled 
management of distributed content. 

Response to Amendment 

Applicant's arguments with respect to claims 1-2, 4-34 have been considered but 
are moot in view of the new ground(s) of rejection. 
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Conclusion 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Paul Harper can be reached on (571) 272-7605. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/VINCENT P. HARPER/ 

Supervisory Patent Examiner, Art Unit 2617 



/NICKCORSARO/ 

Supervisory Patent Examiner, Art Unit 2617 



